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DETAILED ACTION 

Claim Objections 

1 . Claim 255 is objected to because of the following informalities: Claim 255 is 
recited as being dependent on claim 255, which appears to be a typographical error. 
Appropriate correction is required. 

Double Patenting 

2. Claims 250-351 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-102 of U.S. Patent No. 
6,741,868. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the limitations of the claims of the instant application 
are broad and are encompassed by the claims of the patent. For example the limitation 
of "providing the terminal with a message including a core network operating type 
information representing an operating type of a core network" of claims 250, 265, 279, 
290, 301, 312, 323, and 338 are met by "at the BS, providing the terminal with the core 
network operating type information and information related to the core network through 
a predetermined channel in a form of a message" of claim 1 of the patent. 

3. Claims 250-351 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 250-321 of 
copending Application No. 10/825,281 ('281 application). Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the 
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claims of the '281 application are broad enough to be encompassed by the claims of the 
instant application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

4. Claims 250-351 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 250-322 of 
copending Application No. 10/824,908. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims of the instant are 
broad enough to be encompassed by the limitations the '908 application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

5. Claims 250-351 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 250-291 of 
copending Application No. 10/824,909. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the limitations of the claims of 
the instant application are encompassed by the limitations of the '909 application and as 
such it would have been obvious to one of ordinary skill in the art to implement the 
invention of the claims of the instant application using the claims of the application in 
order to interface between a terminal and a radio network for providing hybrid 
communications. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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6. Claims 250-351 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 258-267, 275, 
283-291 of copending Application No. 10/825,280. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because the limitations of 
the claims of the instant application are encompassed by the limitations of the claims of 
the '280 application. For example the limitation of "providing the terminal with a 
message including a core network operating type information representing an operating 
type of a core network" of claims 250, 265, 279, 290, 301 , 312, 323, and 338 are met by 
"recognizing an operating type of the core network on the basis of a core network 
operating type information contained in a message, to thereby allow the terminal to 
operate according to the recognized operating type of the core network" of claims 258, 
267, 275, 283, 284, 286 and 288 of the application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

7. Claims 250-351 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 260, 261 , 272, 
273, 288, 298, 309, 310, 320, and 322-327 of copending Application No. 10/825,281. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the limitations of the claims of the instant application are 
encompassed by the limitations of the claims of the '281 application. For example the 
limitation of "providing the terminal with a message including a core network operating 
type information representing an operating type of a core network" of claims 250, 265, 
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279, 290, 301, 312, 323, and 338 are met by "at the BS, providing the terminal with the 
core network operating type information and information related to the core network 
through a predetermined channel in a form of a message" of claims 260-261 , 273, 288, 
298, 309, 310, 320 of the application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

8. Claims 250-351 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 250-310 of 
copending Application No. 10/824,929. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because all the limitations of the claims 
of the instant application are broadly encompassed by the claims of the application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

9. Claims 250-351 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 250-291 of 
copending Application No. 10/824,927. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the limitations of the claims of 
the instant application are broadly found within the claims of the application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

10. Claims 250-351 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 250-313 of 
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copending Application No. 10/824,928. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the limitations of the claims of 
the instant application are broadly found within the claims of the application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1 2. Claims 250, 251 , 253, 255-259, 300, 301 , 303, 305-307, 308 and 309 are 
rejected under 35 U.S.C. 102(e) as being anticipated by Korpela (5,946,634). 

Regarding claims 250 and 323, Korpela discloses a method for interfacing 
between a terminal (10), and a radio network (20a-20c), wherein the terminal has a 
hybrid operating type being possible to be set as either a synchronous operating type or 
the asynchronous operating type (digital signal processor of mobile terminal capable of 
operating in several modes under control of the control device to selectively 
interconnect and set up either a voice or data (B-ISDN) communication session, see 
col. 3, line 66 to col. 4, line 3), the method comprising; providing the terminal with a 
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message including a core network operating type information representing an operating 
type of a core network (see Fig. 9, steps 1202-1206, col. 6, lines 29-41). 

Regarding claims 251 , 253, 324, 326 and 327, Korpela further discloses 
storing a core network operating type information (storage as code file, step 1222, Fig. 
10), and reading the core network operating type information stored on a storage device 
during a time period of initialization of the radio network (registering on network and 
proceeding using new protocols, steps 1230, 1232 of Fig. 12) and wherein the storage 
device includes a memory for storing the operating type of the core network (feature of 
step 1304 of Fig. 11). 

Regarding claims 255, 256, Korpela further discloses wherein the core 
network operating type information is periodically inserted into the predetermined 
location of the message to be transmitted to the terminal (see col. 6, lines 15-24). 

Regarding claim 257, Korpela further discloses wherein the predetermined 
channel is a synchronous channel (see col. 6, lines 14-28). 

Regarding claims 265 and 338, Korpela discloses an apparatus for interfacing 
between a terminal (10), and a radio network (20a-20c), wherein the radio network has 
an asynchronous operating type and the terminal has a hybrid operating type being 
possible to be set as either a synchronous operating type or the asynchronous 
operating type (digital signal processor of mobile terminal capable of operating in 
several modes under control of the control device to selectively interconnect and set up 
either a voice or data (B-ISDN) communication session, see col. 3, line 66 to col. 4, line 
3), comprising: a storage device contained in the radio network for storing core network 
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operating information representing an operating type of a core network (see col. 4, 
lines 14-36), extraction block, contained in the radio network, for reading the core 
network operating type information during a period of initialization of the radio network 
(registering on network and proceeding using new protocols, steps 1230, 1232 of Fig. 
12) and wherein the storage device includes a memory for storing the operating type of 
the core network (feature of step 122 of Fig. 10), and messaging block (see 102 of Fig. 
8), contained in the radio network, for periodically providing the terminal with the core 
network operating type information contained in a message through a predetermined 
channel (see col. 6, lines 14-28). 

Regarding claims 267 and 268, Korpela further discloses wherein the storage 
device includes a memory for storing the operating type of the core network (accessing 
protocol file in store 26, step 1304 of Fig. 1 1 ). 

Regarding claim 269, Korpela further discloses wherein the predetermined 
channel is a synchronous channel (mobile terminal receives broadcast signals as 
transmitted on the broadcast control channel, col. 6, lines 14-41 and col. 2, line 66 to 
col. 3, line 5). 

Regarding claims 270, Korpela's teaching as illustrated in Figs. 8 and 9 shows 
the message block inserting the core network operating type information into a 
synchronous channel message (see col. 6, lines 14-41, Fig. 8). 

Regarding claim 277, Korpela further discloses wherein the radio network 
includes at least one BTS (20) for transmitting the message and BSC for controlling the 
BTS (see col. 1, lines 19-34, and col. 4, lines 13-15). 
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Regarding claims 255, 256, 305 and 306, Korpela further teaches inserting the 
core network operating type information into the message and transmitting the message 
through a predetermined channel (see 102 of Fig. 8) and wherein the predetermined 
channel is a synchronous channel (mobile terminal receives broadcast signals as 
transmitted on the broadcast control channel, col. 6, lines 14-41 and col. 2, line 66 to 
col. 3, line 5). 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claim 252, 254, 266, 268, 325, 327, 339 and 341 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Korpela (5,946,634) in view of Well Known Prior 
Art (Official Notice). 

Regarding claims 252, 254, 266, 268, 325, 327, 339 and 341, Korpela meets 
all limitations as applied to claims 250, 253, 265, 267, 338 and 340 above, but fails to 
specifically teach that the storage device includes a dip-switch for designating the 
operating type of the core network and the memory is a read only memory (ROM). 

The use of storage devices including a dip-switch or ROM is very well known in 
the art and as such examiner takes Official Notice that it would have been obvious to 
one of ordinary skill in the art to provide a storage or memory device including a dip- 
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switch or ROM in the system of Korpela in order to control the executing of codes from 
the storage locations for effecting desired communications. 

15. Claims 279-288, 290-292, 294, 297-302, 304, 312, 314, 329, 334 and 335 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Korpela (5,946,634) in 
view of Lupien et al. (6,389,008). 

Regarding claims 279, 290, 301, and 312, Korpela meets all limitations as 
applied above to claims 250, 265, 323 and 338, but fails to specifically that the core 
network type information includes an ANSI-41 information representing a synchronous 
operating type core network. 

Lupien discloses an integrated radio communication network, which integrates 
an ANSI-41 circuit switched network and a GPRS packet data network (see title, 
abstract), wherein the amount of integration is kept as low as possible by maintaining 
the integrity of each network function and node on both the GPRS side of the interface 
and the ANSI-41 side (see col. 4, lines 42-63, col. 16, lines 35-51), and includes an 
ANSI-41 core network (see col. 12, lines 3-21). 

It would therefore have been obvious to one of ordinary skill in the art to 
implement Korpela's multiple protocol communication system wherein a core network 
operates according to ANSI-41 protocols in order to allow mobile subscribers to access 
both voice/circuit switched and packet switched services in a flexible manner as taught 
by Lupien. 

Regarding claims 280, 282, 283, 294, 302, 304 and 314, Korpela further 
discloses storing a core network operating type information in a storage device (storage 
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as code file, step 1222, Fig. 10), and reading the core network operating type 
information stored on a storage device during a time period of initialization of the radio 
network (registering on network and proceeding using new protocols, steps 1230, 1232 
of Fig. 12) and wherein the storage device includes a memory for storing the operating 
type of the core network (feature of step 1304 of Fig. 1 1 ). 

Regarding claims 284 and 285, Korpela further teaches inserting the core 
network operating type information into the message and transmitting the message 
through a predetermined channel (see 102 of Fig. 8), and wherein the predetermined 
channel is a synchronous channel (mobile terminal receives broadcast signals as 
transmitted on the broadcast control channel, col. 6, lines 14-41 and col. 2, line 66 to 
col. 3, line 5). 

Regarding claims 286 and 329 Korpela further discloses the core network 
operating type information is periodically inserted into the message (see col. 6, lines 15- 
24). 

Regarding claims 287, 288, 334 and 335, Korpela's teaching as illustrated in 
Figs. 8 and 9 shows the message including a master information block and system 
information message (see col. 6, lines 14-41). 

Regarding claim 291, Korpela further discloses a second storage device, 
contained in the terminal, for storing the recognized operating type of the core network 
(see Fig. 5). 
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Regarding claims 300 and 322 Korpela further discloses wherein the radio 
network includes at least one BTS (20) for transmitting a synchronous message and 
BSC for controlling the BTS (see col. 1 , lines 19-34, and col. 4, lines 13-15). 

Regarding claims 292, 297-299 Korpela further discloses wherein the detection 
block includes: receiver block for receiving the master information block having the core 
network operating type information (see Fig. 9, steps 1202-1206, col. 6, lines 29-41), 
and extraction block for extracting the core network operating type information from the 
received master information block (registering on network and proceeding using new 
protocols, steps 1230, 1232 of Fig. 12). 

16. Claims 281, 283, 293, 295, 303, 313 and 315 are rejected under 35 

U.S.C. 103(a) as being unpatentable over Korpela and Lupien et al as applied to claims 

280, 282, 291 , 294, 31 1,314, and further in view of Well Known Prior Art (Official 

Notice). 

Regarding claims 281, 283, 293, 295, 303, 313 and 315, Korpela as modified by 
Lupien fail to specifically teach that the messaging block includes a dipswitch for 
designating the operating type of the core network and the memory is a read only 
memory (ROM). 

The use of storage devices including a dip-switch or ROM is very well known in 
the art and as such examiner takes Official Notice that it would have been obvious to 
one of ordinary skill in the art to provide a storage or memory device including a dip- 
switch or ROM in the system of Korpela and Lupien in order to control the executing of 
codes from the storage locations for effecting desired communications. 
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17. Claims 263, 264, 336 and 337 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Korpela as applied to claims 250 and 323 above, and further in view 
of 3GPP TS 25.331 V3.0.0 (1999-10), hereinafter referred to as (the Specification). 

Regarding claims 263, 264, 336 and 337, Korpela discloses a method for 
interfacing between a terminal (10), and a radio network (20a-20c) and a core network 
(30a-30c), connected to the radio network, wherein the radio network has an 
asynchronous operating type and the terminal has a hybrid operating type being 
possible to be set as either a synchronous operating type or the asynchronous 
operating type (digital signal processor of mobile terminal capable of operating in 
several modes under control of the control device to selectively interconnect and set up 
either a voice or data (B-ISDN) communication session, see col. 3, line 66 to col. 4, line 
3), the method comprising: providing the terminal with a message including a core 
network operating type information representing an operating type of a core network 
(see Fig. 9, steps 1 202-1 206, col. 6, lines 29-41 ). Korpela fails to explicitly disclose 
wherein the message is represented by a table as set forth in the claims. 

The Specification teaches the use of broadcast of system information to 
broadcast system information elements that are of the same nature in a system 
information block (see page 24, paragraphs 8.1 .1 .1-8.1 .1 .1 .2) and the system 
information messages contains elements as set forth in the table representing the 
message (see page 148-163). 

It would therefore have been obvious to one of ordinary skill in the art to 
provide for the use of system information block or master information messages to 



Application/Control Number: 10/824,891 Page 14 

Art Unit: 2617 

identify core networks available for call connections as taught by the Specification in 
order to standardize effectively ensure connection parameters availability. 
1 8. Claims 276, 277, 289, 296, 31 1 , 321 , 349 and 350 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Korpela and Lupien et al as applied to claims 
265, 279, 290, 301, 312 and 338 above, and further in view of 3GPP TS 25.331 V3.0.0 
(1999-10), hereinafter referred to as (the Specification). 

Regarding claims 276, 277, 289, 296, 311, 321, 349 and 350, Korpela as 
modified by Lupien meets all limitations as applied above to claims 265, 279, 290, 301, 
312 and 338 but the combination fail to explicitly disclose wherein the message is 
represented by a table as set forth in the claims. 

The Specification teaches the use of broadcast of system information to 
broadcast system information elements that are of the same nature in a system 
information block (see page 24, paragraphs 8.1.1.1-8.1.1.1.2) and the system 
information messages contains elements as set forth in the table representing the 
message (see page 148-163). 

It would therefore have been obvious to one of ordinary skill in the art to 
provide for the use of system information block or master information messages to 
identify core networks available for call connections as taught by the Specification in 
order to standardize and effectively ensure connection parameters being available for 
desired communications. 
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Conclusion 



19. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Huusko et al. (6,397,065) discloses a radio access network 
connected to one or more core networks. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles N. Appiah whose telephone number is 571 272- 
7904. The examiner can normally be reached on M-F 7:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Corsaro can be reached on 571-272-7876. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 
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